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1 . The response of the applicant has been read and given careful consideration. The 
copending applications have either been abandoned or the claims have diverged from those 
under prosecution, thereby obviating the double patenting rejections. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 5-7,13 and 21 arc rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kobayashi et al. JP 62-204442 and Kinoshita et al. JP 2000-285509 (machine translation 
provided) 

Kobayashi et al. JP 62-204442 teaches an optical recording media comprising a recording 
layer consisting of at least two kinds of phase-change films having different composition 
wherein the first recording layer is of Si ,Te, or the like and the second recording material is Au, 
Ag, Ge or the like. When the materials are recorded, the recording layers are alloyed. Recording 
layers (41, 42) are provided between dielectric layers (3, 5) wherein a protective layer (6) is 
opposite the substrate (2). With regard to the Applicants' capabilities of properties under 
specific irradiation, it is the Examiner's assertion is that the same compounds will react the same 
way (or similarly) under the same circumstances and thus the materials of Kobayashi anticipate 
these irradiations. While these properties are not specified in the English language abstract, it is 
further the Examiner's assertion that it would have been obvious to one of ordinary skill in the 
art at the time of invention to utilize the materials under near- field conditions, thereby satisfying 
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these requirements. Examiner notes that with regard to claims 9-10 the additional dielectric 
layer furthest from the substrate acts as a "protective layer" as the dielectric layer can act as a 
barrier from damage from oxygen, mechanical contact and the like (further teaching found in 
example 4). The bilayer is 100 nm thick, the lower and upper dielectric layers are silicon dioxide 
and 100 nm thick, (example 4). The recording bilayers can be Si/Au, Si/Ag or Te/Ge 

Kinoshita et al. JP 2000-285509 teach an alloying recording medium comprising a 
substrate, a partially reflective layer (2), a dielectric layer (3), a recording bilayer (104,105), a 
second dielectric layer (5). The first recording layer can be Au, Ag, Cu, Pt, Pd, Sb, Te, In, Sn, 
Zn or the like [0005,0015]. The second recording layer is Ge [0015]. 

It would have been obvious to modify the medium exemplified by Kobayashi et al. JP 62- 
204442 using a Te/Ge recording bilayer and discussed with respect to structure shown in figure 2 
by replacing the Te with Sn to form a Sn/Ge bilayer based upon the disclosure of equivalence by 
Kinoshita et al. JP 2000-285509 in forming alloying bilayers with Ge with a reasonable 
expectation of forming a useful optical recording medium. Alternatively, it would have been 
obvious to modify the media exemplified with respect to figure 1 by replacing the Au or Ag with 
with Sn based upon the disclosure of equivalence at [0005] and to add a polymeric protective 
layer as taught by Kobayashi et al. JP 62-204442 atop the dielectric layer with a reasonable 
expectation of providing further protection for the recording medium. 

The examiner agrees that Kobayashi et al. JP 62-204442 does not anticipate the claimed 
invention. The applicant argues that the media of Kobayashi et al. JP 62-204442 are phase 
change media, while the alloyed areas may also be able to undergo a phase change, the 
description of the alloying of the Si/Au (see translation at page 1, at line 6 of translated text), 
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Ag/Si (see translation at page 2/line 4) and Te/Ge (page 2/lines 29-31) layers is clear from the 
translation. Therefore the mode of operation of the media is the same as both media describe the 
formation of alloyed mark areas. The examiner notes that translation provided by the applicant is 
incomplete. The claims are to the medium in the bilayer state, Which is the initial state of either 
medium and as both references teach the alloying (the mode of operation) and are in the optical 
recording medium art, they are analogous and there is a reasonable expectation of success, 
irrespective of the any subsequent utility of the medium of Kobayashi et al. JP 62-204442. The 
applicant's argument also fails to address the expectation of being able to form a recording mark 
in Te/Ge systems based upon the teachings of Kinoshita et al. JP 2000-285509 or any advantages 
of adding a protective layer to the embodiments rendered obvious by Kinoshita et al. JP 2000- 
285509 based upon the teachings of Kobayashi et al. JP 62-204442. 

4. Claims 5-6,13 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kobayashi et al. JP 62-204442 and Lee et al. '819 (cited by applicant in IDS of 1/16/04) 

Lee et al. '819 teaches bilayer optical recording media which are alloyed under the 
influence of laser light as shown in figures 4 and 5. The media may have a protective layer as 
shown in figure 1 (18, passivating layer see col. 2.1ines 32-36) and figure 3 (38, passivation layer 
see col 3, lines 15-21) . The first layer may be Al, Au, Pb, Sn and the second layer may be Al, 
Au, Pb, Sn, Ge or Si. (claim 3 and 1/45-59). Ge/Al, and Au/Si are exemplified. 

It would have been obvious to modify the medium exemplified by Kobayashi et al. JP 62- 
204442 using a Ag/Si recording bilayer and discussed with respect to structure shown in figure 2 
by replacing the Ag with Sn to form a Sn/Si bilayer based upon the disclosure of equivalence by 
Lee et al. '819 in forming alloying bilayers with Ge with a reasonable expectation of forming a 
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useful optical recording medium. Alternatively it would have been obvious to modify the 
medium resulting medium by using a Sn/Ge recording bilayer based upon the disclosure of 
equivalence by Lee et al. '819 in forming alloying bilayers with Ge with a reasonable 
expectation of forming a useful optical recording medium. 

This is a new ground of rejection. 
5. Claims 5-7,13 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kobayashi et al. JP 62-204442 and Kinoshita et al. JP 2000-285509 (machine translation 
provided), in view of Morimoto et al. '345 

Morimoto et al. '345 teaches that the reflective layer may be on the same side of the 
recording film as the substrate if topside recording is to be used and on the opposite side of the 
recording films from the substrate if the recording is to take place through the substrate (6:42- 
65). The dielectric layers are disclosed as providing improvements in the stability and sensitivity 
of the overall device (7:42-8: 12). The prevention of direct contact with the recording layer is 
further disclosed (7:1-10). The thickness of the dielectric layers may be 10 to 500 nm (7/51- 
8/12). 

It would have been obvious to one of ordinary skill in the art at the time of invention to 
modify the medium rendered obvious by Kobayashi et al. JP 62-204442 by adding a reflective 
layer as taught by Kinoshita et al. JP 2000-285509 (machine translation provided) and Morimoto 
et al. '345 to allow reflective readout of the medium. Further it would have been obvious to use 
Sn in place of Si, to form an Sn/Ge bilayer as taught by Kinoshita et al. JP 2000-285509. 

The applicant argues that the references are not combinable. This is without merit and all 
the references are within the optical recording media field and in particular, Kobayashi et al. JP 
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62-204442 and Kinoshita et al. JP 2000-285509 are both directed to alloying type optical 
recording media. The citation of Morimoto et al. '345 is merely to establish that the presence of 
the reflective layer control the side from which the recording layers can be accessed and this 
teachings would apply to any type of recording medium. The principle of operation is not 
modified by adding Kinoshita et al. JP 2000-285509 based upon the separation of the layers in 
Kobayashi et al. JP 62-204442 and the overriding principle is that of the recording layer is 
accessed by the laser beam and heated by it. The rejection stands for the reasons above. 

The arguments raised by the applicant have been addressed above. 
6. Claims 5-7,13, and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kobayashi et al. JP 62-204442 and Kinoshita et al. JP 2000-285509 (machine translation 
provided), in view of Morimoto et al. '345, further in view of Fukano et al. '073. 

Fukano et al. '860 teach the use of carbon barrier layers between alloying/reaction 
recording bilayers (2/30-40, 3/5-20). 

In addition to the basis above, it would have been obvious to one skilled in the art to 
modify the media resulting from the combination of Kobayashi et al. JP 62-204442 with 
Kinoshita et al. JP 2000-285509 and Morimoto et al. '345 by adding a carbon interlayer as taught 
by Fukano et al. '860 with a reasonable expectation of forming a useful alloying optical 
recording medium. 

In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). As discussed above Kobayashi et 
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al. JP 62-204442 teaches the dielectric layers (3,5) on both sides of the recording bilayer (4i, 4 2 ) 
as illustrated in figure 2. Figure 3 shows multiple alternating layers in laminates. As discussed 
above, the claims do not recite alloying of the two recording layers and so this line of arguments 
is directed to an unrecited feature. The rejection stands for the reasons above. 

The examiner agrees that the primary component language precludes the use of Okawa et 
al. JP 62-028941 in the rejection. The use of barrier layer between alloying layers is known in 
the art (see Gambino 3,959,799, cited by the applicant 1/25/05) and the effect is well known 
irrespctive of what two layers are being separated. Clearly, the result would be increased 
stability, which is a benefit reasonably recognized as desirable in optical recording. The 
rejection as modified stands. 

7. Claims 17-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kinoshita et 
al. JP 2000-285509 or Lee et al. '819, in view of Wilkinson '261. 

Wilkinson et al. '261 teaches the use of a laser to melt an Al metal layer to form a 
recorded area.(2/28-48). The use of a HeCd laser is disclosed. (6/12-30). The thickness of the 
overlayers are optimized to maximize laser wavelength absorption. 

It would have been obvious to one skilled in the art to modify the process of recording 
used with the media rendered obvious by Kinoshita et al. JP 2000-285509 or Lee et al. '819 by 
using other laser wavelengths which are old and well known for their use with inorganic bilayer 
optical recording media, Such as the 442 nm emission of the HeCd laser with a reasonable 
expectation of successfully recording in the alloying bilayers based upon its use to melt other 
metals (Al) 
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The applicant has misread the rejection. The rejection is over (Kinoshita et al. JP 2000- 
285509 or Lee et al. '819), in view of Wilkinson '261 and does not involve Kobayashi et al. JP 
62-204442. There is no need for Kobayashi as the other layers that this rejection was relied upon 
for the teachings of are not required by these claims, specifically dielectrics on both sides in 
combination with a protective layer. The principle of the invention is not changed, the laser light 
is absorbed by the metal and heating occurs in both cases. In the case of Wilkinson et al. '261, 
the laser can be used at an intensity such that the heating results in ablation. The process of this 
is disclosed in Lee et al. '819 as having some disadvantages (1/20-37) and so one skilled in the 
art would be aware that a lower intensity could be used in alloying, than is used in ablation 
processes. The examiner believes these references to be sufficiently analogous that they are 
combinable and there is a reasonable expectation of successfully being able to alloy the bilayers 
of over Kinoshita et al. JP 2000-285509 or Lee et al. '819 using other laser which are old and 
well known in the art for marking metallic optical recording layers, such as the HeCd, which 
operates at 442 nm, taught by Wilkinson et al. '261. The rejection stands. 
8. Kobayashi et al. JP 62-204442 or Rii et al. JP 58-220794, in view of Wilkinson '261, 
further in view of Fukano et al. '073. 

In addition to the basis above, it would have been obvious to one skilled in the art to 
modify the media used in the process of recording rendered obvious by the combination of 
either (Kobayashi et al. JP 62-204442 or Rii et al. JP 58-220794) with Wilkinson '261 adding a 
carbon interlayer as taught by Fukano et al. '860 with a reasonable expectation of forming a 
useful alloying optical recording medium. 
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The examiner relies upon the response above as no further arguments were directed at 
this rejection. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Martin J. Angebranndt whose telephone number is 571-272-1378. 
The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Martin J Angebranndt/ 
Primary Examiner, Art Unit 1795 

Martin J Angebranndt 
Primary Examiner 
Art Unit 1795 

08/6/2008 



